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- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) S Responsive to comnnunication(s) filed on Mar 2. 2001 



2a) H This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qu9j;V935 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)S Claim(s) land 4-14 



is/are pending in the applies 



4a) Of the above, claim{s) 
5)0 Claim(s) 



6) B Claim(s) 1 and 4-14 

7) D Claim(s) 

8) n Claims 



is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirem 



Application Papers 

9)0 The specification is objected to by the Examiner 

10)0 The drawing(s) filed on 



is/are objected to by the Examiner. 
is: aP approved bjDdlsapproved. 



11) 0 The proposed drawing correction filed on 

12) □ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)n All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) ^ Notice of References Cited (PTO-892) 

16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) ^ Information Disclosure Statennent(s) (PTO-1449) Paper No(s). 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PTai52) 

20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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1. The substitute specification filed has not been entered because it does not conform to 37 
CFR 1.125(b)because: Neither a fully marked up copy nor a clean copy has been submitted. 

§1.125 Substitute specification. 

(a) If the number or nature of the amendments or the legibility of the application 
papers renders it difficult to consider the application, or to arrange the papers for 
printing or copying, the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 

(b) A substitute specification, excluding the claims, may be filed at any point up to 
payment of the issue fee if it is accompanied by: 

(1) 

A statement that the substitute specification includes no new matter; and 
(2) 

A marked-up copy of the substitute specification showing the matter being 
added to and the matter being deleted from the specification of record. 

© 

A substitute specification submitted under this section must be submitted in 
clean form without markings as to amended material. 



2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention, 

3. Claims 1, 7-8, 13-14 are rejected under 35 U.S.C. 1 12, first paiagraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 



invention. The algorithms for calculating a negative variability of returns for each of the funds. 
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calculating and adjustment for the negative variability of returns, and calculating a low and high 
expected annual return for each fund are not disclosed. Also the adjustment for qualitative factors 
is not fully described to enable one to make and/or use the invention. 

4. Claim 6, 12 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The original specification does not disclose a factor for the extent to which the 
funds returns are below the median for that sector for a time period 

5. 35 U.S.C. 101 reads as follows: • 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 1, 4-14 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. The claims are directed to an abstract idea in that the claimed 
steps are a sequence of mathematical operations that are combined to solve a mathematical 
problem. No application of the result is claimed. 

7. Claims 4-6,9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kolb, 
"Options: The Investor's Complete Toolkit" in view of the applicant's comments on pages 7-8. 

As admitted by the applicant the steps of claim 4 is obvious in view of Kolb and the 
associated off-the-shelf computer program. 




AppHcation/Control Number: 09/4 18.184 Page 4 

Art Unit: 2165 



8. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

The apphcant is required to disclose the invention using full, clear, concise and exact terms 
to enable persons to make and use the invention. The apphcant has excluded the algorithms and 
explanation of the method necessary for a complete description. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

10. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 308-9051, (for formal communications intended for entry) 
(for informal or draft communications, please label "PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, Arlington. VA., 
Sixth Floor (Receptionist). 



• 



• 
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1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to M. Kemper, whose telephone number is 703-305-9589. The examiner can 
normally be reached on Monday-Thursday from 8:30-6:00. The examiner can also be reached on 
alternate Fridays. If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Vince Millin, can be reached at 703-308-1065. Any inquiry of a general nature or 
relating to the status of this application should be directed to the Group receptionist whose 
telephone number is 703-305-3900. 



M. Kemper 
May 7, 2001 




M. Kemper 
Primary Examiner 
Art Unit 2165 



